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Trademark Trial and Appeal Board

In re Kernel Creations, Ltd.

Serial No. 75/087,988

Robert M WMason of Mason and Petruzzi for Kernel Creations,
Lt d.

Jennifer M Martin, Trademark Exam ning Attorney, Law Ofice
116 (Meryl Hershkow tz, Managi ng Attorney).

Before Hairston, Walters and Rogers, Adm nistrative
Trademar k Judges.

Qpi nion by Walters, Adm nistrative Tradenmark Judge:

Kernel Creations, Ltd. has filed an application to
regi ster on the Principal Register the mark PATENT PENDI NG
for “conmputer prograns to aid inventor(s) in disclosing an

i nvention and instruction manuals sold therewith.”?

! Serial No. 75/087,988, in International Class 9, filed April 15, 1996
based on an allegation of a bona fide intention to use the mark in
conmer ce
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The Trademark Exam ning Attorney issued a final refusal
to register, under Section 2(e)(1l) of the Trademark Act, 15
U S C 1052(e)(1), on the ground that applicant’s mark is
nerely descriptive in connection with its goods.

Applicant filed its notice of appeal and both applicant
and the Exam ning Attorney filed briefs. |In her brief, the
Exam ning Attorney referred, for the first tine, to various
provi sions of the patent laws, in particular, 35 U S. C
8292, which specifically prohibits false use of the “patent
pendi ng” | egend for the purpose of deceiving the public. 1In
view of this statutory provision, the Board suspended the
appeal and remanded the application to the Exam ning
Attorney to consider whether additional grounds for refusal
may be present, including “whether applicant’s asserted mark
is or mmy be lawmfully used in comrerce or, because the use
of this termis restricted by |aw, whether or not the
proposed mark is or can function as a trademark identifying
and di stingui shing applicant’s goods.”

The Exam ning Attorney maintained the refusal on the
ground that the proposed nmark is nerely descriptive and al so
i ssued a refusal, under Sections 1 and 45 of the Trademark
Act, 15 U.S.C. 881051 and 1127, on the ground that
applicant’s use of its proposed mark “woul d be unl awf ul

under 35 U.S.C. 8292 because it would be a fal se use of the
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‘patent pending’ legend.” In the Ofice action of February
28, 2001, the Exam ning Attorney stated the foll ow ng:

The term “patent pending” is protected by statute
[35 U.S.C. 8292] and is used to identify the fact
that a patent application is pending with clains
that cover the marketed product. The term cannot
be used to identify and distinguish the
applicant’s goods fromthose of others nor can the
applicant claimthat it is the owner of the
statutorily protected term

Utimately, both grounds for refusal were nade final
and this appeal resunmed. Both applicant and the Exam ni ng
Attorney filed supplenental briefs, but an oral hearing was

not requested.
Use as a Trademark

The statutory provision of Title 35 reads as foll ows:

§292. Fal se Marking

(a)

Whoever marks upon, or affixes to, or uses in
advertising in connection with any unpatented
article, the word “patent applied for,” “patent
pendi ng,” or any word inporting that an
application for patent has been nade, when no
application for patent has been nade, or if nade,
is not pending, for the purpose of deceiving the
public -

Shal |l be fined not nore than $500 for every such
of f ense.

The Exam ning Attorney argues as foll ows:

[ T] he statutes thensel ves do not provide the basis
for refusal of trademark registration and thus the
applicant’s mark was not refused under 35 U.S.C.
8292. In determ ning whether registration should
be refused in a particular application, the

rel evant statute should be consulted to determ ne
the function of the designation and its
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appropriate use. TMEP 1205.01. 1In this case the

pur pose of the designation “patent pending” as

proscribed (sic) by 35 U S.C. 8292 is to notify

the public that a patent is pending with regard to

the identified articles.

The proposed mark is protected by statute with the

pur pose of notifying the public that a patent is

pending. |If the applicant were using the mark in

a lawful manner, nanely to indicate that a patent

has been applied for, such | awful use woul d not

al so act [as] a source indicator. The proposed

mark, if used lawfully, is incapable of

functioning as a trademark to identify and

di stingui sh applicant’s goods, because the purpose

of lawful use of the termis to notify the public

that a patent is pending with regard to the

i dentified goods.

Applicant contends that its proposed use of the term
“patent pending” is not in violation of 35 U . S.C. 8292; that
t he Exam ning Attorney has not established that a patent
application for the product is not pending or that
applicant’s proposed use is intended to deceive the public;
that “it does not require undue imagi nation to conceive of
situations in which the use of the term‘Patent Pending’
coul d be used in connection with a product or service for
which a patent is not pending, but is not used for the
pur pose of deceiving the public”; and, alternatively, that
“if the term ' Patent Pending were used in connection with
the product in such a way as to create in the m nds of the
public that the termis used to help an inventor disclose an
invention, rather than [to indicate] a patent application
pendi ng in connection with the product, no statutory

violation would be present.” (Applicant’s brief, pg. 2.)



Serial No. 75/087,988

Appl i cant argues that use alone of the termis not a
violation of the statute and states that “[u]nlike other
terms such as ‘FBI’ or ‘dynpic’ which in the proper case
one m ght be able to draw a concl usi on of sponsorship or
endorsenent nerely fromthe proposed application, one cannot
automatically conclude that the use of patent pending is
‘deceiving w thout knowi ng the actual use.”

The Exam ning Attorney’s refusal to register under
Sections 1 and 45 of the Trademark Act enconpasses two
different inquiries with respect to use. The first question
is whether the proposed use in commerce is lawful. The
Board has articul ated the standard for hol ding use of a mark
to be unlawful as requiring either (1) a finding by a court
or appropriate governnental agency of nonconpliance with a
law or (2) a clear per se violation. Kellogg Co. v. New
Generation Foods, Inc., 6 USPQ2d (TTAB 1988). Furt her,
proof of the nonconpliance or per se violation nust be
established by clear and convinci ng evidence. General
MIls, Inc. v. Health Valley Foods, 24 USPQ 1270 (TTAB
1992). See McCarthy on Trademarks and Unfair Conpetition,

J. Thomas McCarthy (4'" ed. 2003). This application is
based on applicant’s allegation of a bona fide intention to
use its mark in connection with the identified goods and the

record contains no evidence of use. Cearly, there is no
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basis for the Board to affirmthe refusal based on unl awf ul
use of the mark by applicant.?

Qur second inquiry regarding use, or nore accurately in
this case, intended use, is not whether applicant has
violated the provisions of the cited crimnal statutory
provision.® Rather, we nust determ ne whether, in view of
the nature and inport of the term as evidenced by the
statutory provision and the goods identified in the
appl i cation, PATENT PENDI NG can function as a trademark to
identify the source of the goods. Both the terns “patent
pendi ng” and “disclosure” are legal terns of art in the
patent field. W note the definitions submtted by the
Exam ni ng Attorney:

Di scl osure — Act of disclosing. Revelation; the

inpartation of that which is secret or not fully

understood. In patent |law, the specification; the
statenent of the subject matter of the invention,

or the manner in which it operates. Black’s Law
Di ctionary, 5'" ed.

2 The Examining Attorney may reconsider this refusal should applicant
file evidence of use that supports such a refusal. However, the
viability of such a refusal is clearly fact specific, and establishing
intent to deceive nay be beyond the capability of an ex parte
proceedi ng.

3 Applicant is quick to point out that the record contains no

i nfornati on as to whether or not applicant has filed a patent
application for the identified goods. Wile we do not need to know this
fact to determine the trademark issues involved herein, we find
applicant’s gane playing disagreeable. |[|f applicant believes the
statutory prohibition against deceptive use of the phrase is irrel evant
because it actually has a “patent pending,” then it should sinply have
said so. On the other hand, if it does not have a patent pending but
bel i eves that the statutory provision is inapplicable because its

pl anned net hod of use cannot possibly be such as to deceive the public,
then, |ikew se, it should sinply have said so
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Pat ent Pendi ng — A phrase often marked on

products, indicating that a patent application is

pending with clains that cover the marked product.

Statutory Reference — 35 U.S.C. §292(a), 3"

paragraph. MCarthy’ s Desk Encycl opedi a of

Intell ectual Property, J. Thomas M Carthy (2™ ed.

1990).
Applicant’s proposed goods, as identified, will consist of
software that permts an inventor or his or her agent to
specify the subject matter and/or nanner of operation of his
or her invention, for, as applicant’s identification notes,
t he purpose of disclosing such specifications. It is
reasonabl e to assune that the purpose of such an exercise is
to conplete and file at the USPTO an application to obtain a
patent; at least, it is reasonable to assune an inventor
woul d not utilize the product to disclose an invention
nerely as an altruistic act. Thus, the proposed goods are
directly related to the filing of a patent application. Use
of the term*“patent pending” in connection with these goods
is likely to be perceived as the | egal term defined above,
not as a trademark identifying applicant’s goods.

Additionally, we believe that prospective patent
applicants will be aware of the existence of the USPTO
Internet web site that permts public access to various
coll ections of public infornmation as well as a neans for
comuni cating with the USPTO It is reasonable to concl ude

t hat prospective purchasers of applicant’s software are not

likely to perceive of the term“patent pending” in
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connection with applicant’s goods as identifying source. It
is nore likely that such purchasers will see the term as
indicating that the software is the product of an
affiliation with the USPTO or is an authorized neans of
maki ng di scl osures of inventions to the USPTO because it is
t he governnment agency that issues patents.

Therefore, we affirmthe refusal under Sections 1 and
45 of the Trademark Act on the ground that the subject
matter of the application cannot function as a trademark in
connection wth the identified goods. W do not affirmthis
refusal based on the asserted ground that applicant’s
proposed use is not |lawful use in comerce.

Mere Descri ptiveness

The test for determ ning whether a mark is nerely
descriptive is whether it imediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re
Engi neeri ng Systenms Corp., 2 USPQRd 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find that a mark is nerely
descriptive, that the mark describe each feature of the
goods or services, only that it describe a single,
significant quality, feature, etc. In re Venture Lending

Associ ates, 226 USPQ 285 (TTAB 1985). Further, it is well-
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established that the determ nation of nere descriptiveness
must be made not in the abstract or on the basis of
guesswork, but in relation to the goods or services for
whi ch registration is sought, the context in which the mark
is used, and the inpact that it is likely to make on the
aver age purchaser of such goods or services. Inre
Recovery, 196 USPQ 830 (TTAB 1977).

As previously stated, the purpose of applicant’s
product is to enable an inventor or his or her agent to
di scl ose the invention for purposes of filing a patent
application. Cearly the term PATENT in the proposed mark
is merely descriptive in connection therewith. However, it
is necessary to look at the mark as a whole, particularly
relevant in this case, because the phrase PATENT PENDI NG has
a very specific legal significance with respect to the
patent system as noted above. The acceptance of a patent
application and the ability to legally use the phrase PATENT
PENDI NG i n connection with an invention is the goal of the
person using applicant’s proposed software. Thus, the
proposed mark descri bes the hoped-for end result of the use
of the software.

When applied to applicant’s goods, the term PATENT
PENDI NG i nredi at el y descri bes, w thout need for conjecture
or speculation, a significant feature or function of

applicant’s goods, nanely the purpose of the software, which
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is to enable an inventor or his or her agent to disclose the
invention for the purpose of obtaining a patent. Nothing
requi res the exercise of imgination, cogitation, nental
processing or gathering of further information in order for
purchasers of and prospective custoners for applicant’s
product to readily perceive the nerely descriptive
significance of the term PATENT PENDING as it pertains to
applicant’s goods. The prospective purchaser or user of the
software w Il imrediately perceive that its use wll
facilitate the user having a “patent pending” before the
USPTO.

Deci sion: The refusal under Sections 1 and 45 of the
Trademark Act, on the ground that the subject matter of the
application cannot function as a trademark in connection
with the identified goods, is affirned. The refusal under
Section 2(e)(1) of the Act, on the ground that the proposed

mark is merely descriptive, is affirned.
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